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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)D Some * c)D None of: 

1 .Ex] Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 



3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) O Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 46 





Application/Control Number: 08/666,653 



Page 2 



Art Unit: 2612 



DETAILED ACTION 



Response to Arguments 



1. Applicant's arguments filed on Feb. 12, 2004 have been fully considered but they are not 
persuasive. 

Regarding claims 31, 35, 39 and 41, the Applicant alleged in page 5+ of the remarks that 
"Nothing in Ootsuka 754 shows, teaches or suggest a shooting mode in which both the moving 
picture and the still image is reproduced out of a moving picture which is recorded on a 
recording medium, and which is to be reproduced as a moving picture as claimed", and the 
Applicant further alleged in page 8+ of the remarks that "nothing in Yoshimura f 369 shows, 
teaches or suggests that the image plane is moving picture to be reproduced as a moving picture 
as claimed." 

In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In this case, it is cleared form the record that Ootsuka 754 clearly discloses the use of 
first recording medium, such as film or the IC card for recording the "still image" which is to be 
reproduced as a still image pictures and the second recording medium such as the magnetic 
recording medium (i.e., a magnetic tape 52) for recording a moving picture to be reproduced as a 
moving picture (i.e., see col. 6, lines 30+ and col. 14, lines 35+). 
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Furthermore, the Examiner noted that Ootsuka 754 does not explicitly stated that "the 
still picture is reproduced out of the moving picture which is recorded on the second recording 
medium to be reproduced as the moving picture" as recited in the present claimed invention. 

However, the above-mentioned claimed laminations are well known in the art as 
evidenced by Yoshimura '369. In particular, Yoshimura f 369 clearly teaches that it is 
conventionally well-known in the art to use a "second recording medium", such as a magnetic 
tape 1 12 as shown in Figs. 7 and 8 of Yoshimura '369, for recording/reproducing the moving 
image data (i.e., see col. 7, lines 40-45) so that the still image data may be reproduced out of the 
same recording medium (i.e., the magnetic tape 112) which is recorded on the recording tape to 
be reproduced as the moving picture (see col. 6, lines 35-45). 

In view of the above, the Examiner asserts that possessing knowledge generally available 
to the skilled artisan as taught by Yoshimura ! 369, one skilled in the art would have been 
motivated to modify the system of Ootsuka 754 so that the still image data portion (i.e., as 
suggested in col. 6, lines 35+ of Yoshimura '369) may be selectively extracted and reproduced 
out of a picture recorded as a moving picture on the recording medium tape when the camera of 
Ootsuka 754 is placed in a particular mode, since Yoshimura '369 further suggested in col. 2, 
lines 35+ that such a modification would enable the operator to promptly grasp the desired still 
image data content from the recording medium having a large capacity thereby a high speed 
image data look up may be realized. 

In view of the above, the Examiner's will maintains the rejections as follow: 
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Claim Rejections - 35 USC§103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

2. Claims 31-33, 34-38 and 39-42 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ootsuka 754 (U.S. 5,774,754) in view of Yoshimura et al. (U.S. 5,761,369). 

Regarding claim 31, Ootsuka 754 discloses a photographing apparatus (see Figs, 2 and 
18) comprising: 

a first recording section for recording, on a first recording medium (i.e., noted the use of a 
silver salt film as shown in Fig. 4), mainly still pictures together with information relating to the 
still pictures thus recorded (as shown in Figs. 4 and 5A, it is noted that with the use of the 
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magnetic recording circuit, the information relating to the still pictures recorded on the film may 
be recorded on a magnetic recording layer of the film so that such information may be used 
when a still picture recorded on the film is printed; see col 7, lines 10+)\ 

2l second recording (i.e., noted the use of Memory 50) section capable of recording 
moving pictures and also pictures to be reproduced as still pictures (i.e., col. 6, lines 30+); and 

a controller (Figs. 1 and 18, the elements 1 and 100) for controlling the photographing 
apparatus (i.e., the system 20), which is operated by a voluntary operation (i.e., noted the use of 
manual switches as shown in Fig. 3 for allowing the user to perform a voluntary operation) a 
plurality of shooting and reproducing modes (Le,, noted that with the use of control units 1 and 
100 and the input units, e.g., the elements 24-25, 39, & 40, the user may select among a 
plurality of shooting and reproducing modes; see col. 6, lines 29+ and col. 27, lines 20+), said 
shooting modes including a mode in which a still picture and information relating thereto are 
recorded on the first recording medium (see Figs. 4 & 5 A, col. 6, lines 40+ and col. 7, lines 3+), 

a mode in which a moving picture is recorded on the second recording medium (50), and 
a mode in which a picture to be reproduced as a still picture is recorded on the second recording 
medium (i.e., noted that both still/moving image signals generated by the image pickup device 
and signal processing unit have to record on the image memory unit 50, so that they may be 
reproduced to display on the display monitor; see Figs. 8, 12-13, 18 and 38, the elements 50 & 
127; col. 15, lines 60+ and col. 27, lines 20+) 9 
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said reproducing modes including a mode in which information relating to a still picture 
recorded on the first recording medium is displayed (Figs, 13-14, col 10, lines 45+, col 12, 
lines 10+, col. 11, lines 20+ and col 23, lines 40+), 

a mode in which a moving picture recorded on the second recording unit (50) is 
reproduced (col 15, lines 65+ and col 28, lines 25+), 

a mode in which the still picture recorded on the second recording unit (50) is reproduced 
( col 32, lines 30-35), and 

a mode in which a still picture is reproduced (i.e., Noted that during the 'Preview "mode, 
the "STILL IMAGE" can be reproduced while the camera is in a motion recording mode; see col 
13, lines 50+, col 27, lines 40+) out of a picture recorded and reproducible as a moving picture 
on the second recording unit (i.e., the memory device 50 as shown in Figs. 2 & 3). 

Further, although Ootsuka 754 discloses the use of "a second recording unit" for 
recording the motion image in the recording medium 52 and recording the still image in the 
recording unit 51, Ootsuka 754 does not explicitly show the use of particular "the still picture is 
reproduced out of the moving picture which is recorded on the second recording medium to be 
reproduced as the moving picture" as recited in the present claimed invention. 

However, the above-mentioned claimed laminations are well known in the art as 
evidenced by Yoshimura '369. In particular, Yoshimura '369 clearly teaches it is conventionally 
well-known in the art to use a "second recording medium" (i.e., noted the use of recording 
medium 1 12 as shown in Figs. 7 and 8 of Yoshimura '369) for recording/reproducing the moving 
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image data (i.e., see col. 7, lines 40-45) so that the still image data may be reproduced out of the 
same recording medium (i.e., the tape 1 12) which is recorded on the recording tape to be 
reproduced as the moving picture (see col. 6, lines 35-45). In view of this, it is clearly well- 
known in the art that the still image data portion (i.e., col. 6, lines 35-45) may be selectively 
extracted and reproduced out of a picture recorded as a moving picture on the recording medium 
tape as desired by the user. 

In view of this, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the system of Ootsuka 754 as taught by Yoshimura '369, 
since Yoshimura '369 suggested in col. 2, lines 35+ that such a modification would enable the 
operator to promptly grasp the desired still image data content from the recording medium 
having a large capacity thereby a high speed image data look up may be realized. 

Regarding claim 32, Ootsuka 754 discloses wherein the information recorded on the first 
recording medium is information used when the still picture recorded on the first recording 
medium is printed (i.e., sees col. 6, lines 60-col. 7, line 1 of Ootsuka 754). 

Regarding claim 33, Ootsuka 754 discloses wherein, in any of the modes in which the 
moving picture is recorded, as aspect ratio of the picture can be varied (col. 23, lines 35+ and col. 
24, lines 1+ of Ootsuka 754). 

Regarding claim 34, Ootsuka 754 discloses a display for displaying the still picture, the 
moving picture, or information in any of the reproducing mode (i.e., see Figs. 12-17 of Ootsuka 
754). 
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Regarding claim 35, please see the examiner's comment with respect to claim 31 as 
discussed above. 

Regarding claim 36, please see the examiner's comment with respect to claim 32 as 
discussed above. 

As for claim 37, please see the examiner's comment with respect to claim 33 as discussed 

above. 

Regarding claim 38, please see the examiner's comment with respect to claim 34 as 
discussed above. 

Regarding claim 39, please see the examiner's comment with respect to claims 31 & 33 
as discussed above. 

Regarding claim 41, please see the examiner's comment with respect to claim 31 & 33 as 
discussed above. 

Regarding claims 40 and 42, Ootsuka 754 discloses wherein, a display for displaying a 
still picture, a moving picture, or information in any of the reproducing modes (see Figs. 12-17 
of Ootsuka 754;. 

Allowable Subject Matter 
3. Claims 19-26 are allowed for the reasons set forth in the previous Office action (please 
see paper no. 7 & 12). 
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Conclusion 



4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aung S. Moe whose telephone number is 703-306-3021 . The 
examiner can normally be reached on Mon-Fri (9-5). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on 703-305-4929. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




-AungS. Moe 
Primary Examiner 
Art Unit 2612 



A. Moe 
April 26, 2004 



